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%ﬁ“ = in 1998, when German carmaker Volkswagen purchased the assets of Rolls

Royce and Bentley automobiles for about $900 million. Volkswagen did not realize until after the
deal was closed that the IP assets did not include the right to use the Rolls Royce trademark... The
trademark was owned by another carmaker, BMW, pursuant to a prior agreement. Volkswagen had
therefore acquired all the rights necessary to manufacture the car, but did not have the right to

| £ : ROLLS)

ROYCE

http://lwww.ipeg.com/how-to-avoid-another-rolls-royce-ip-due-diligence-in-ma-transactions/
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&Z’tl:é’%é}, EW?" Grundig & Cousten

@

~> appointed as it5
exclusive agent for
France

Grundig

- 4
@ UNEF, a Parisian
company started importing

and selling Grundig’s produds
in France at more favourable

prices than Consten

® UNEF complained to

Consten _--¥ @ Registered “"GINT” in

= T e French Court

France under Consten’s.

name.

Court of Justice of
the European Union

European Commission, which (ECJ)

ruled Agreements did

contravene Art. 101(1) and

not exempted underArt.

101(3) 2 Grundig and Consten

EZE R E RSSO, HESR??

“2015F (RFE TS EEB/TE S L AIHIE T, BFIRBEIREZHFE, FRZAREG
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http://finance.people.com.cn/BIG5/n1/2017/0522/c1004-29289664.html
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Trade Mark Opposition (FHRFIN)

5 months from filing

On average, 2 months
after issues revealed at
preliminary deficiency
check are cleared

-

Filing application
and receiving
application number

l

Preliminary
deficiency check

Substantive
Examination on
Registrability

l

Publication for 3-
month opposition
period

Absolute
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Trade Mark Opposition (B#RF) )

(1) Publication of particulars of
trademark to be registered

(2) Filing opposition by OP

(3) Filing counter-statement by AP

(4) Case management conference

(5) Filing evidence by OP

(6) Filing evidence by AP

(7) Filing further evidence by OP
(reply to (6) only)

U UJJUY

AP: applicant of the trade mark registration (FHi§ A)
OP: opponent to the trade mark application (FLY475) °

within 3 months after (1) (can extend once
for 2 months)

within 3 months after receipt of notice of
(2) (can extend once for 2 months)

within 6 months after receipt of (3) (or any
agreed extended date)

within 6 months after receipt of (5) (or any
agreed extended date)

within 6 months after receipt of (6) (or any

agreed extended date)
O N C Lawyers
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Trade Mark Opposition (F#RFR) )

only with leave of the Registrar; OP has the

) [FIng) WLV GUelEneE right to be the last to file evidence

(9) Case management conference if evidence does not support the pleadings

(10) Filing notice of intention to attend
hearing

within 14 days after receipt of notice of
hearing date

(11) Pre-hearing review

(12) Hearing open to public

written decision usually delivered 6-12

(13) Decision months after hearing date

UUUuUJYU

filing notice of motion (to appeal) within 28
days after decision was given

O N C Lawyers

(14) Appeal
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Trade Mark Invalidation (B#R;EM T3

To invalidate a trade mark that is already registered

Mark should not be qualified for registration in the very first
place (s.53 of the Ordinance)

Grounds of invalidation
1) Mark registered in bad faith;

2) Mark registered in contravention of the absolute grounds for
refusal of registration; and/or

3) Mark registered in contravention of the relative grounds for
refusal of registration in respect of an earlier trade mark.

Dealt by the Trade Mark Registry (“TMR”) or the Court
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Trade Mark Invalidation (B#R;EM T3

« If prior mark owner has acquiesced (EXiF) for a continuous
period of 5 years in the use of a registered trade mark in
Hong Kong and is aware of that use (s.59 of the Ordinance)

- Cannot apply for declaration of invalidity or opposition
- Unless the later mark is registered in bad faith
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Trade Mark Invalidation (B#Rr;EM T3 *

(1) Filing application for revocation by
AP

(2) Filing counter-statement by Owner

(3) Filing further evidence by AP

(4) Filing further evidence

(5) Case management conference

(6) Filing notice of intention to attend
hearing

(7) Pre-hearing review

(8) Hearing

(9) Decision

(10) Appeal

yydduudd

[ ]
AP: applicant of the Invalidation to registration (E3i& A) °
Owner: registered owner of the trade mark (Ff G A) o
[ ]

within 6 months after receipt of (1)

within 6 months after receipt of (2)

only with leave of the Registrar; AP has the right to be the last to
file evidence

if evidence does not support the pleadings, or some of them

within 14 days after receipt of notice of hearing date

open to public
written decision usually delivered 6-12 months after hearing date

filing notice of motion (to appeal) within 28 days after decision
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Revocation/cancellation based on Non-Use (& 7% {E A mEEE/BUEE .:
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One of the most common grounds used to revoke a trade mark °

that is already registered

Not genuinely used in Hong Kong in relation to the goods and
services for which it is registered for a continuous period of at least
3 years and there are no valid reasons for non-use (s.52 of the
Ordinance)

Valid reasons for non-use. e.g. import restrictions on, or
governmental requirements for, goods or services protected by the
trade mark.

Dealt by the TMR or the Court
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Revocation/cancellation based on Non-Use (E &€ m#EsE/BUES .:
o) .
AP: applicant of the opposition to registration (E8i& A) t
Owner: registered owner of the trade mark (;3:fif A)

(1) Filing application for revocation by )
AP

(2) Filing counter-statement by Owner within 6 months after receipt of (1)

within 6 months after receipt of (2) OR 9 months after (1) if
Owner does not do (2) (extendible by agreement with Registrar
and Owner)

(3) Filing further evidence by AP

only with leave of the Registrar; AP has the right to be the last to
file evidence

(4) Filing further evidence

| (5) Case management conference if evidence does not support the pleadings, or some of them

(6) Filing notice of intention to attend within 14 days after receipt of notice of hearing date

hearing

| (7) Pre-hearing review

(BiViviwivwiwiwie

| (8) Hearing open to public
| (9) Decision written decision usually delivered 6-12 months after hearing date
filing notice of motion (to appeal) within 28 days after decision
(L0 Aplpesl was given
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Customs Power & Procedures (8% NG RITEIERF)

BEEEX BAER RERILER
Customs and Excise Department i

8'E (Counterfeit) /
B E & (pirated goods )

(I mitBAZEf) (Trade
Descriptions Ordinance) (Cap E
362) =

> RS SR E R fa i BA
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Customs Power & Procedures (G8XM N8 XITEhIERF)

FE#@X Customs and Excise Department
f]RE (Counterfeit) or ZhR & (pirated goods )

(I miRRAZ) (Trade Descriptions Ordinance) (Cap 362)
> FXHER B RS E R ) AR i AR

HKD$88 P Cug
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Customs Power & Procedures (8% NG RITEIERF)

WA (=3 KR ?
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Company Name Dispute (B FAT&AMREIN)

18

BEEILEMEMATRR, B “FAH"

BEEERMATIR. ARZMRIEALRBMREZLRS

FELEBFE:

(1) HFRLABEME (Companies Registry of Hong Kong) #iF
- BANTEMBHZBIEIEAIL, IESHXARERZIR
« ZATBIBRIAF12MNAUN, #iF:

- BAME—REAEILEFM AT BRI

c BAMARIRSBEZMARFZZH; X

- NE|BMEEIEMIOER 2~ XFIE=E
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Company Name Dispute (B FAT&AMREIN)

B AR
FH AR E B E L — B EER

HEBIFERAE vs. HEBEIEGEEB AR E R A A

> HEQTEME

TS E S EE MR RS AR AE

ANEEIRS 17993825 FR/A F]
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Company Name Dispute (R FATRFHREIN)

FEABGE:
(2) Z AR TSEFRE{E(No Operation), #4TmERIEStrike Off > fiZ2EL
Flan: ZERRERLORIFR, MEE=FNH.

(3) BiEZERIEF e BIsHE T E Z R
BIATEFRIRIUA R /S B E (Passing Off ) GV T

ZEHIEE (Cease and desist letter)
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Passing off (R E) .

« Action based on common law for protecting business goodwill °

 When a trader unlawfully misrepresents (acts misleadingly) that his
goods or services are those of another trader

« Applicable to also unregistered trade marks or marks which are
undergoing the process of registration!
« 3 elements to be proved:
1) Goodwill or reputation attached to the goods/ services

2) Misrepresentation by the defendant to the public

« leading or likely to lead the public to believe that goods or services
offered by him are the goods or services of the plaintiff

« whether or not intentional
3) Damage
« suffers or is likely to suffer
« due to the erroneous belief engendered by the defendant’s

misrepresentation
O N C Lawyers
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solutions « not complications



